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The October 5, 2004 office action rejected all Claims, on both tndefiniteness 
grounds and prior art grounds. This Petition seeks review of the propriety of the prior art 
rejections. This Petition does not seek review of the merits of the prior art rejections, which 
would, of course, ultimately be reviewable by appeal. Rather, this Petition seeks review 
of whether the Examiner has even written proper prior art rejections in the first instance, 
whether it is even possible for the Applicant to provide a meaningful response on the merits 
to the prior art rejections as cunrently written.^ 

The Examiner has taken the entire background section of the present specification, 
including both its general discussion and its citations of specific references, and lumped 
it into a single, artificial entity that the Examiner has designated as "Applicant's Admitted 
Prior Art." Without any evident analysis, the Examiner then simply concluded that the 
claims were either anticipated or obvious over the undifferentiated "Admitted Prior Art." 

Applicant respectfully requests that the October 5, 2004 office action be withdrawn, 
and that a new office action be prepared and mailed, a new action that complies with 37 
C.F.R. § 1.104 and M.P.E.P. § 707.07(g). 

The prior art rejections are so vague that it is hardly possible to prepare a 
meaningful reply. The Director is respectfully requested to direct the Examiner to prepare 
and mail a more definite office action, and to start a new period for response. If any prior 
art ground of rejection should be entered in the new action, then the Examiner should be 
required to specify with particularity what portions of any prior art references are being 
relied upon, and why the cited portions are said either to anticipate the claimed inventions, 
or why it would have been obvious to modify the cited portions to make the claimed 
inventions. 

It is respectfully submitted that the October 5, 2004 office action does not comply 
with 37 C.F.R. §1.104. Below are excerpts from 37 C.F.R. §1. 104(a)(1), (a)(2), (b), and 
(c)(2): 



^Review of the indefiniteness rejection is not requested at this time. While Applicant respectfully 
disagrees with the indefiniteness rejection, it is nevertheless reasonably clear what was intended, by the 
indefiniteness rejection, and how an ordinary response to that rejection might be prepared in due course. By 
contrast, it is hardly possible to prepare a meaningful response to the October 5, 2004 prior art rejections. 
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The examination shall be complete with respect ... to the patentability of the 
invention as claimed 

The reasons for any adverse action or any objection or requirement will be stated 
in an Office action and such information or references will be given as may be 
useful in aiding the applicant ... to judge the propriety of continuing the 
prosecution. 

The examiner's action will be complete as to all matters 

In rejecting claims for want of novelty or for obviousness , the examiner must cite 
the best references at his or her command. When a reference is complex or shows 
or describes inventions other than that claimed by the applicant, the particular part 
relied on must be designated as nearly as practical. The pertinence of each 
reference, if not apparent, must be clearly explained and each rejected claim 
specified. 

See also M.P.E.P. § 707.07(g): 



Piecemeal examination should ordinarily be avoided as much as possible. The 
examiner ordinarily should reject each claim on all valid grounds available, avoiding, 
however, undue multiplication of references. 

Disregarding these principles, the Examiner instead said that the entire background 
section of the present specification, including both its general discussion and its citations 
of specific references, would be lumped into a single, artificial entity that the Examiner has 
designated as "Applicant's Admitted Prior Art." Without any evident analysis, the Examiner 
then simply concluded that the claims were either anticipated or obvious over the 
undifferentiated "Admitted Prior Art."^ The Examiner offered no supporting details or 
rationale. 



^ For the record, Applicant does not acknowledge that everything In the general discussion appearing 
at paragraphs [00.03] to [0026] of the specification in fact constitutes prior art under the patent statute. 
Certainly, the discussion touches upon much that is part of the prior art. But the Applicant has nowhere 
admitted, as the Examiner has suggested, that everything in that section is necessarily part of the prior art. 
A different situation would be presented if the Examiner had focused on an individual statement, and if the 
Exam iner had addressed whether the Applicant had acknowledged that the particular statement reflected what 
was in the prior art. But the Examiner has not done so. Applicant has said nothing that could be fairly 
construed as an acknowledgment that everything appearing in paragraphs [0003] to [0026] of the specification 
necessarily constitutes prior art. 
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For example, the last paragraph on page 2 of the office action stated: 

Claims 1, 2, 6-11, 13. 14, 16-18, and 21-23 are rejected under 35 U.S.C. 
102(a) as being anticipated by Applicant's Admitted Prior Art (as set forth in [0003] 
to [0026]] of the specification; hereinafter is referred to as AAPA). 

The Examiner's entire analysis of independent Claim 1 appears in the first full 
paragraph on page 3 of the office action (which is quoted in full below). In that paragraph 
the Examiner summarily concluded, with no evident analysis, that the invention of 
independent Claim 1 was disclosed in the "Admitted Prior Art." The language of this 
paragraph is almost entirely a verbatim repetition of the language of Claim 1 . There was 
no indication as to where in the prior art any of the limitations of Claim 1 might be found. 
Nor was there any recognition that, for a proper rejection under § 102, all the limitations 
of a claimed invention must appear in a single prior reference. Even if, for the sake of 
argument, one agreed with the Examiner that each of the limitations appeared somewhere 
in the prior art (which Applicant does not acknowledge, but posits merely for the sake of 
argument), it still would not follow that the claimed invention was anticipated. Anticipation 
under § 102 requires that all limitations must appear in a single reference. Please note 
that in the following paragraph, which reproduces in full the Examiner's entire analysis of 
Claim 1, the added italics denote language that is verbatim identical to the language of 
Claim 1 , aside from changes in indentation. Only the non-italicized portion of the following 
paragraph represents the Examiner's own words: 

AAPA discloses a method for maturing and releasing oocytes in a 
bivalve, said method comprising the sequential steps of: (a) 
administering to a living, intact bivalve an effective amount of a 
maturation stimulus comprising exogenous estrogen or an exogenous 
estrogen agonist; (b) allowing oocytes in the bivalve to mature in 
response to the maturation stimulus; wherein substantially more 
oocytes mature than would mature on average in the same time in an 



- 4 - 



otherwise identically-situated bivalve that had not been administered the 
maturation stimulus; and (c) administering to the bivalve an effective 
amount of a spawning stimulus; whereby the bivalve releases mature 
oocytes; wherein substantially more mature oocytes are released than 
would be released on average by an otherwise identically-situated 
bivalve that had not been administered the spawning stimulus; wherein 
the spawning stimulus is selected from the group consisting of 
exogenous serotonin, an exogenous serotonin agonist, an exogenous 
serotonin uptake inhibitor, heat shock, sperm extract, or other spawning 
stimulus. Further note that the sequential order of the steps is an inherent feature 
within AAPA's method since these steps must be carry out in that order to ensure 
a proper maturing and releasing of oocytes in bivalves. 

The Examiner's treatment of the various dependent Claims under §§ 1 02 and 1 03 
was similarly supierficial. This Petition will not be lengthened by a discussion of the 
rejections of the dependent Claims. In general, the office action stated only a conclusion 
that the "AAPA" further disclosed the limitations of the dependent claims, or that those 
limitations were obvious over the "AAPA" as a "matter of design choice," or the like. 

In only a single case, found in paragraph 7 bridging pages 6 and 7, did the 
Examiner even purport to refer to any specific, individual reference. Namely, WO 
96/15662 was cited as part of a rejection of Claim 12. But even there, the Examiner did 
not specify what portion of the '662 publication was being cited, nor what portion of the 
"AAPA" was being combined with the '662 publication. 

Applicant recognizes that an admission by an applicant can, in an appropriate case, 
be treated as if it were prior art. However, even in such a case the Examiner must specify 
with particularity just what the alleged admission is, and how the Examiner is relying upon 
that admission. Furthermore, a statement must appear somewhere in the specification or 
in the prosecution history that may fairly be constmed as an admission that the statement 
is part of the "prior art." See M.P.E.P. § 2129. The Examiner has identified no such 
admissions. The Examiner should be cautioned not to treat some statement as "admitted 
prior art" merely because it appears as part of the application's general background 
discussion. The Examiner should also be cautioned that an invention is not anticipated 
merely because all the sub-components of the claimed invention might appear somewhere 
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in the prior art. Anticipation requires instead tliat all limitations be satisfied by a single 
reference. 

It is respectfully submitted that it is hardly possible for the Applicant to prepare a 
meaningful reply to the prior art rejections in the October 5, 2004 office action. It is 
respectfully submitted that the office action fails to comply with 37 C.F.R. § 1.104 and 
M.P.E.P. § 707.07(g). 



This paper is being filed timely under 37 C.F.R. § 1.181(f). From an abundance of 
caution, if any extension of time is required, please consider this paper a petition for the 
total extension of time required. 

A check for the $130 petition fee is enclosed. If this amount is incorrect, please 
charge any deficiency, or credit any excess to Deposit Account 20-0096. 



The October 5, 2004 Office Action should be withdrawn. A new, non-final Office 
Action should be prepared and mailed, an Action that addresses the merits of each of 
pending Claims 1-23. The new action should comply with 37 C.F.R. § 1.104 and M.P.E.P. 
§ 707.07(g), and should set forth with particularity the basis for any rejections, where 
applicable citing specific portions of specific references. The new action should restart the 
period for response. 



Miscellaneous 
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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROIVI 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communicatlon(s) filed on 24 June 2003 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) !Z] Since this application is in condition for allowance except for forma! matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G, 21 3. 

Disposition of Claims 

4) 13 Claim(s) 1-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) !S Claim(s) 7-23 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or forni PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
3)0 All b)n Some * 0)0 None of: 

1. n Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the Intemational Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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3) 13 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 6/24/03 . , 6) □ Other: . ' 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) Offlce Action Summary Part of Paper No./Mall Date 092904 
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Art Unit: 3644 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification siiall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his inventbn. 

2. Claims 1-23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1 , the phrases "the same time in an otherwise identically-situated 
bivalve" and "an otherwise identically-situated bivalve" are confusing because it is 
unclear as to what are being claimed. 

In claim 4, the phrase "an otherwise identically-situated bivalve that is not treated 
in accordance with the recited method" is confusing because it is unclear as to what is 
being claimed. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others In this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

4. Claims 1, 2. 6-11, 13, 14, 16-18, and 21-23 are rejected under 35 U.S.C. 102(a) 
as being anticipated by Applicant's Admitted Prior Art (as set forth in [0003] to [0026] of 
the specification; hereinafter is referred to as AAPA). 
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AAPA discloses a method for maturing arid releasing oocytes in a bivalve, said 
method comprising the sequential steps of: (a) administering to a living, intact bivalve an 
effective amount of a maturation stimulus comprising exogenous estrogen or an 
exogenous estrogen agonist; (b) allowing oocytes in the bivalve to mature in response 
to the maturation stimulus; wherein substantially nnore oocytes mature than would 
mature on average in the same time In an otherwise identically-situated bivalve that had 
not been administered the maturation stimulus; and (c) administering to the bivalve an 
effective amount of a spawning stimulus; whereby the bivalve releases mature oocytes; 
wherein substantially more mature oocytes are released than would be released on 
average by an otherwise identically-situated bivalve that had not been administered the 
spawning stimulus; wherein the spawning stimulus is selected from the group consisting 
of exogenous serotonin, an exogenous serotonin agonist, an exogenous serotonin 
uptake inhibitor, heat shock, sperm extract, or other spawning stimulus. Further note 
that the sequential order of the steps is an inherent feature within AAPA's method since 
these steps must be carry out in that order to ensure a proper maturing and releasing of 
oocytes in bivalves. 

For claim 2, AAPA further discloses the bivalve is not killed before the 
release of oocytes. 

For claim 6, AAPA further discloses the matured oocytes are released 
substantially in synchrony. 

For claim 7, AAPA further discloses the bivalve is a triploid. 

For claim 8, AAPA further discloses the bivalve is a tetraploid. 
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For claim 9, AAPA further discloses the bivalve is a female. 

For claim 10, AAPA further discloses the bivalve has an indifferent gonad, 
wherein said method additionally induces the bivalve to develop as a female. 

For claim 11, AAPA further discloses the bivalve is a hermaphrodite. 

For claim 1 3, AAPA further discloses the bivalve is Crassostrea gigas. 

For claim 14, AAPA further discloses the bivalve is Patinopecten yessoensis. 

For claim 16, AAPA further discloses the maturation stimulus comprises 
estradiol-l7B, and wherein the spawning stimulus comprises serotonin. 

For claim 17, AAPA further discloses the spawning stimulus comprises 
fluvoxamine. 

For claim 18, AAPA further discloses the spawning stimulus comprises treatment 
with heat shock or sperm extract. 

For claim 21, AAPA further discloses the spawning stimulus comprises a 
serotonin agonist. 

For claim 22, AAPA further discloses the spawning stimulus comprises a 
serotonin uptake inhibitor. 

For claim 23, AAPA further discloses the maturation stimulus comprises an 
estradiol-iZB agonist. 

Claim Rejections - 35 USC § 103 

5, The following is a quotation of 36 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Pffice action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person liaving ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 3-5, 15, 19, and 20 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Applicant's Admitted Prior Art (as set forth in [0003] to [0026] of the 

specification; hereinafter is referred to as AAPA). 

For claims 3 and 5, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to allow the bivalve to rest for a time after the 
release of oocytes and wherein the same method is subsequently applied again to the 
same bivalve so as to cause a subsequent release of oocytes from the same bivalve 
during the same breeding season, since it has been held that mere duplication of the 
essential steps for maturing and releasing oocytes Involves only routine skill in the art. 

For claim 4, AAPA discloses the claimed invention except for indicating that the 
subsequent release of oocytes occurs significantly earlier than a subsequent release of 
oocytes would occur on average in an otherwise identically situated bivalve that is not 
treated in accordance with the recited method. However, It would have been obvious 
nratter of design choice to one having ordinary skill in the art at the time the invention 
was made to have modified the method of AAPA so that the subsequent release of 
oocytes occurs significantly earlier than a subsequent release of oocytes, since it is 
believe that through trial and error during the experimental process that one comes up 
with the best result/solution to produce the most oocytes. 

For claim 15, AAPA discloses the claimed invention except for indicating that the 
bivalve to release oocytes outside of the normal breeding season. However, It would 
have been obvious matter of design choice to one having ordinary skill in the art at the 



Application/Control Number: 1 0/603, 1 34 Page 6 

Art Unit: 3644 

time the invention was made to have modified the method of AAPA so that the bivalve 
to release oocytes outside of the normal breeding season, since applicant did not 
provide a reason and/or showing any criticality as to why the bivalve have to release 
oocytes outside of the normal breeding season, and it is believe that through trial and 
error during the experimental process that one comes up with the best result/solution to 
produce the most oocytes. 

For claim 19, AAPA discloses the claimed invention except for indicating the 
maturation stimulus is administered to the bivalve in a single dose. However, It would 
have been obvious matter of design choice to one having ordinary skill in the art at the 
time the invention was made to have modified the method of AAPA so that the 
maturation stimulus is administered to the bivalve in a single dose, since it has been 
held that discovering an optimum value of a result effective variable involves only 
routine skill in the art, and it is believe that through trial and enror during the 
experimental process that one comes up with the best dose to produce the most 
oocytes. 

For claim 20, it would have been obvious to one having ordinary skill in the art.at 
the time the invention was made to administrate the maturation stimulus to the bivalve 
in sequential doses over a period of time wherein the sequential doses may be constant 
or may increase over time, since it has been held that mere duplication of the essential 
steps for maturing and releasing oocytes Involves only routine skill in the art. 
7. Claim 12 is rejected under 35 U.S.C. 103(a) as l)eing unpatentable over 
Applicant's Admitted Prior Art (as set forth in [0003] to [0026] of the specification; 
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hereinafter is referred to as AAPA) in view of WO 96/15662 (liereinafter is referred to as 

WO'662). 

AAPA discloses the claimed invention except for indicating that the bivalve is 
Crassostrea virginica. 

WO'662 teaches a similar method as that of AAPA in which WO'662's method 
uses Crassostrea virginica. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to have modified the nriethod of AAPA so as 
to include the use of Crassostrea virginica, in a similar manner as taught in WO'662, 
since to do so would merely replace one old and well known bivalve with another old 
and well known bivalve in order to realize the benefits thereof. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Trinh T Nguyen whose telephone number is (703) 306- 
9082. The examiner can normally be reached on M-F (9:30 A.M to 6:00 P.M). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Teri Luu can be reached on (703) 305-7421 . The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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